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ACCELERATED PROSECUTION

Our pages ‘UK Patents - The Basics” and “European
Patents - The Basics’ set out in detail the various
procedural steps involved in obtaining UK and...

DEFERRED PATENT EXAMINATION SYSTEM

Several Patent Offices operate a deferred patent
examination system under which patent applications
remain dormant until the applicant takes steps...

DIRECT EUROPEAN PATENT APPLICATIONS: EARLY STAGE
PROCEDURE AND PAYING SEARCH FEES

Download flow chart - EP Early Stage Procedure & Paying
Search Fees - Decision chart for action after issuance of a
partial search report on a direct...

COMPENSATION OF INVENTORS ACCORDING TO THE
PRINCIPLES OF THE GERMAN COMPENSATION GUIDELINES

Type (lump sum or instalments) and amount of
compensation are determined by an agreement
between the employer and employee. The calculation of
a.

DEFERRED PATENT EXAMINATION SYSTEM - GERMANY

The German Patent Office operates a deferred patent
examination system under which patent applications
remain dormant until the applicant takes steps...

DISCLOSURE OF SEARCH RESULTS

From Tst July 2004 the UK Intellectual Property Office has
been requesting the results of official searches produced
by other patent offices to be...

CONFIDENTIALITY
Download Confidentiality Agreement Form

Often you may wish to tell other people about your
invention, for example if you are trying fo license or...

DESIGNATION OF THE EU VIA THE MADRID PROTOCOL

The European Union is @ member of the Madrid Protocol
and so the European Union can be designated in an
International Registration so as to seek...

DOMAIN NAMES

The importance of trade marks is being increasingly
highlighted by the rapid growth in use of the Infernet. This
page explains the process and some...

—HILBAERLH Y

COPYRIGHT IN TRADE MARKS

When a trade mark contains or consists of a logo, it is
likely that there is copyright in the trade mark. If so, it is
important that the frade mark..

DESIGNATION, EXTENSION AND VALIDATION STATES FOR
EUROPEAN PATENT APPLICATIONS

For European patent applications filed since 2009, all
available EPC member states are designated by payment
of one designation fee.

The EPO has a...

DUTY OF DISCLOSURE

Failure to disclose relevant information to the United
States Patent and Trademark Office (USPTO) can result in
a patent becoming invalid and...
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5.3 Designation filed in a separate document

Whera the designation is filed in a separate document it must contain the
sesmaeme family name, given names and country and place of residence-hes
R e e e e e e e e e s ]
invantor. The place of residence is the city or municipality, ie. not the
province or region, whare the inventor permanantly resides and should
preferably include the postal code (see the Nobce from the EPO daled
22 February 2021, OJ EPO 2021, Al12). The country and place of residencea
may also be that of the applicant (e.g. a company). Furthermora, the
dasignation must contain the siatemeant, referred to in Arl. B1, indicating tha
origin af the nght to the patent and the signature of the applicant or the
appointed reprasentative.
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4.3 Inconsistencies
Any inconsistency between the description and the claims must be avoided

if it ssay=could throw doubt on the exeni—ef=subject-matter for which * FBE
protection is sought and therefore render the claim unclear or unsupported
under Art. 84, second sentence or, alternatively, render the claim

the followina kinds:

(i) Part of the subjes he=description and/or drawings is=aet

mb*lhoﬂmm mcons;stent with the subject-matter for which
protection is sought

The applcant must remove any inconsisiencies by ameanding thea
description aithar by dealeling the inconsisient embodiments or
marking them as not falling within the subject-matier for which
pratection is soughi. See paragraph (i) above for the case whare an
inconsistancy can be reamoved by broadening the daims.

The terms “disclosure”, "example", "aspect” or similar do not
necessarily imply that what follows is not encompassed by an
independent claim. Unambiguous expressions have to be adopted to
mark an inconsistent embodiment (e.g. by adding "not encompassed
by the wording of the claims", "not according to the claimed
invention" or "outside the subject-matter of the claims") instead of

replacing the terms “embodiment” or “invention" by one of the
aforementioned terms.
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An inconsistancy batweaen the description and the claims cannod be
remaved by introducing at the beginning of the descriplion a2 generic
slatement such as "embodiments not falling undar the scopa of the
appendead claims are to be considerad mearely a5 examples suitable
for undarsianding the invention®™ without indicating which parts aof the
descriplion are no longer coverad. To remave the inconsisiancy,
such a statemant has o refer to specific embodimeants (e.g.
"Embodimeants X and % are nol ancompassed by the wording of the
daims but are considared as wsaful for undarstanding the invention™).

o [®RIE]
. [BHEROBEICESENGEN] £ BHEROBELEFET D] ITBEHZ

Part of the subject-matie—ei=the=description and/or drawings is=ret
eovered-by-the-eclaims inconsistent with the subject-matter for which

protection is sought

o FIEANH LGS, FOLSEIHBADRRIC

For borderline cases where there is doubt as to whether an
embodiment is consistent with the claims, the benefit of the doubt is
given to the applicant.
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1.5 "lJél'hj;LhTflﬂﬂiﬁH and partial priorities

"Multiple pricrities may be claimed” — i.a. a Buropean application may claim
righis of priorty basad on mora than one pravious application (G 2/98).

"Partial priority™ refers to a situation in which only a parf of the
subject-matter ancompassad by a gananc "OR" claim is entitled to tha F%Bﬁ@ﬁj 0)E§

priority dale of a previous application (G 1/15).

In assessing whether subject-matter within a genarnc "OH" claim may anjoy

partial priority, the first step is o determina the subject-matter disclosed in R -

the priority document that is relevant, ie. relevant in respect of prir at BP MBI RET AN ZEEMT S
disclosad in the priority interval. This is to be dona in accordance with the _

disclosure test laid down in the condusion of G 2/88 and on the basis of Tx I‘

explanations pul forward by the applicant or patent propriefor (o support the

chaim to priority, in order to show what the skilled parson would have been

abla to denve from the prionty document. The nexi step & o examing

whether this subject-matter iz encompassed by the claim of the application
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Tha rationale of decision G 1/15 also applies in the confext of deciding

whether an application from which priority is claimed is the first application HZI' ﬁﬁh“:ﬁ%*ﬂ 1)) Hjﬁﬁ 75\ :& :|£|J %f
within the meaning of Arl. B7(1). Just as a prionty application and a patant

claiming prorty from it may partially relata o the same invention, the

priority application and an earier application filed by the same applicant

may also partially relate fo the same invention. In that cass, the priority

application would be the first application in respact of only that par of the

imvantion which is not the same as in the eardier apphcation (T 282/12).

Partial priority may also be transferable separately. This, howaver, has -
conseguances for the remaining prionty right because the assignor is laft '&Bﬁ@ﬁlﬁ lj:f;',ll /~Z (:@ﬁnﬁfﬁﬁ
with a limited right and may no longer keep claiming that partial priority (an

applicant can only claim a right which they own). The transfer agreament of

the partial priority gives a respeclive partial priorty right to the assignor and

the assignea comesponding to two cleardy distinct and precisely defined

altermatives.
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5.4 Double patenting
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acknowladged by the Enlarged Board, the prohibition on double patanting

is applicable under|Art. 125|[G 4/19). It is a principle of procedural law
ganarally recognised in the contracting states that two patents cannot be
granted to the same applicant for the same subjeci-matier —the-alacged
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* Mewburn law and practice library: www.mewburn.com/law-practice-library

* Mewburn ViCo page: www.mewburn.com/law-practice-library/video-
conferencing-of-interviews-and-oral-proceedings

¢ EPO regularly updated COVID-19 information page: www.epo.org/news-
events/covid-19/oral-proceedings-examination-opposition.html

* Frequently asked questions: www.epo.org/service-support/faq/procedure-
law/oral-proceedings-by-videoconference.html
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